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DETAILED ACTION 

This office action is in response to applicant’s communication of 9/5/2006. 
Currently elected amended claims 1-12 and 18-21 are pending and stand rejected 
below. 



Election/Restrictions 

Applicant's election with traverse of claims 1-12, 18-21 in the reply filed on 
9/5/2006 is acknowledged. The traversal is on the ground(s) that the applicants allege 
that examiner has merely asserted and no showing has been made for the required 
methods or apparatus. This is not found persuasive because Examiner has stated 
different methods such as lavage, injection, transfer of fluid may be used for the 
apparatus that would not require the method of cap removal or otherwise or manual cap 
holding. 

The requirement is still deemed proper and is therefore made FINAL. 

This application contains claims drawn to an invention nonelected with traverse. 
A complete reply to the final rejection must include cancellation of nonelected claims or 
other appropriate action (37 CFR 1.144) See MPEP § 821.01. 

Applicant is reminded that upon the cancellation of claims to a non-elected 
invention, the inventorship must be amended in compliance with 37 CFR 1 .48(b) if one 
or more of the currently named inventors is no longer an inventor of at least one claim 
remaining in the application. Any amendment of inventorship must be accompanied by 
a request under 37 CFR 1.48(b) and by the fee required under 37 CFR 1.1 7(i). 
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Claim Objections 

Claim 10 is objected to because of the following informalities: the element of the 
“cap” lacks antecedent basis and it is unclear if claimed element of the “cap” pertains to 
the “cover” or a different unclaimed element. Appropriate correction is required. 

Claim Rejections - 35 USC § 102 

The following is a quotation of the appropriate paragraphs of 35 U.S.C. 102 that 
form the basis for the rejections under this section made in this Office action: 

A person shall be entitled to a patent unless - 

(b) the invention was patented or described in a printed publication in this or a foreign country or in public 

use or on sale in this country, more than one year prior to the date of application for patent in the United 

States. 

Claims 1-6, 9, 10, 12 and 18-21 are rejected under 35 U.S.C. 102(b) as being 
anticipated by Latini (U.S. Patent Number 5,356,385). Lantini discloses a hypodermic 
needle sheath holder. Lantini discloses a safety syringe and cap holding device (fig 1) 
comprising a syringe (HS) with needle and hub (not numbered), a cover (NS), a cap 
holding device (20) and this system is fully capable of the means for disengaging the 
cover from the hub and retaining the cover in the cap holding device to allow the syringe 
and needle assembly to be withdrawn from the cap holding device with the injection end 
uncovered while the cover remains in the cap holding device (operation of Lantini as 
described in columns 1-3). 

It is examiners position that the hub has an annular recess about the hub and the 
cover comprises a protrusion for engagement with the hub. This attachment would be 
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inherent and is well known in the art and would further be necessary for connecting the 
cover (NS) to the syringe and hub (NS). Further Lantini comprises a remotely actuated 
linkage system (as shown in figures 2-4) with hooks (32, 34) for engaging handles on 
the cover (area contacted by hooks) for disengaging the protrusion away from the 
recess to disengage the cover from the hub (as in the operation described in columns 1- 
3). Further the cover/cap holding means can selectively retain and release the cover 
(cap) and this would include the tip of the cover (cap). Further the base of the Lantini 
cap holding device base is weighted. 

Concerning claims 18-21, Lantini discloses a cap holding device comprising a 
housing and receptacle (10), a first means for releasing the cover (the act of removing 
the syringe from the housing (10), and second means (the activation of the housing to 
retain the syringe cover). Further the cover and the receptacle has complimentary 
geometries (as shown in figures 1 ,3,8). Lantini discloses that the means for retaining 
and releasing the cover could be positioned remotely (element 60, 18) and this remote 
is fully capable of being foot activated. The Lantini means as disclosed above are fully 
capable of satisfying all structural, functional, operational and spatial limitations as 
currently written in the claims. 

Claim Rejections - 35 USC § 103 

The following is a quotation of 35 U.S.C. 103(a) which forms the basis for all 
obviousness rejections set forth in this Office action: 

(a) A patent may not be obtained though the invention is not identically disclosed or described as set 
forth in section 102 of this title, if the differences between the subject matter sought to be patented and 
the prior art are such that the subject matter as a whole would have been obvious at the time the 
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invention was made to a person having ordinary skill in the art to which said subject matter pertains. 

Patentability shall not be negatived by the manner in which the invention was made. 

This application currently names joint inventors. In considering patentability of 
the claims under 35 U.S.C. 103(a), the examiner presumes that the subject matter of 
the various claims was commonly owned at the time any inventions covered therein 
were made absent any evidence to the contrary. Applicant is advised of the obligation 
under 37 CFR 1 .56 to point out the inventor and invention dates of each claim that was 
not commonly owned at the time a later invention was made in order for the examiner to 
consider the applicability of 35 U.S.C. 103(c) and potential 35 U.S.C. 102(e), (f) or (g) 
prior art under 35 U.S.C. 103(a). 

Claims 7,8, and 11 are rejected under 35 U.S.C. 103(a) as being unpatentable 
over Lantini. 

Concerning claims 7,8,1 1 , Lantini discloses the claimed invention except for a 
plurality of solenoids, which actuate the device. It would have been obvious to one 
having ordinary skill in the art at the time the invention was made to add a plurality of 
solenoids, which actuate the device, since it has been held that broadly providing a 
mechanical or automatic means to replace manual activity which has accomplished the 
same result involves only routine skill in the art. In re Venner, 120 USPQ 192 (CCPA 
1958). 



Conclusion 
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Applicant's amendment necessitated the new ground(s) of rejection presented in 
this Office action. Accordingly, THIS ACTION IS MADE FINAL. See MPEP 
§ 706.07(a). Applicant is reminded of the extension of time policy as set forth in 37 
CFR 1.136(a). 

A shortened statutory period for reply to this final action is set to expire THREE 
MONTHS from the mailing date of this action. In the event a first reply is filed within 
TWO MONTHS of the mailing date of this final action and the advisory action is not 
mailed until after the end of the THREE-MONTH shortened statutory period, then the 
shortened statutory period will expire on the date the advisory action is mailed, and any 
extension fee pursuant to 37 CFR 1 .1 36(a) will be calculated from the mailing date of 
the advisory action. In no event, however, will the statutory period for reply expire later 
than SIX MONTHS from the date of this final action. 

Any inquiry concerning this communication or earlier communications from the 
examiner should be directed to Phillip Gray whose telephone number is (571) 272-7180. 
The examiner can normally be reached on Monday through Friday, 8:30 a.m. to 4:30 
p.m. EST. 

If attempts to reach the examiner by telephone are unsuccessful, the examiner’s 
supervisor, Kevin Sirmons can be reached on (571) 272-4965. The fax phone number 
for the organization where this application or proceeding is assigned is 571-273-8300. 
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Information regarding the status of an application may be obtained from the 
Patent Application Information Retrieval (PAIR) system. Status information for 
published applications may be obtained from either Private PAIR or Public PAIR. 
Status information for unpublished applications is available through Private PAIR only. 
For more information about the PAIR system, see http://pair-direct.uspto.gov. Should 
you have questions on access to the Private PAIR system, contact the Electronic 
Business Center (EBC) at 866-217-9197 (toll-free). If you would like assistance from a 
USPTO Customer Service Representative or access to the automated information 
system, call 800-786-9199 (IN USA OR CANADA) or 571-272-1000. 



f/i 

PAG 



KEVIN C. SIRMONS 
SUPERVISORY PATENT EXAMjNER 




^ O' 




